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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 4/29/2010 has been entered. 

Response to Amendment 

2. Applicant's arguments, see page 12, filed 4/29/2010, with respect to the rejections of 
claims 1, 4 and 5-6 under 35 U.S.C. 1 12, 1^ paragraph have been fiiUy considered and are 
persuasive. The rejections of claims 1, 4 and 5-6 have been withdrawn. 

Claim Objections 

3. Claim 6 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

The examiner notes that claim 5 recites a magnetic coating film containing an upper limit 
of 60 mass% of a magnetic powder and 20 to 40 mass% of a conductive additive, while the 
upper limit of the combined additive and powder is also 60 mass%. Thus, at an upper limit of 60 
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mass% of the magnetic powder, it is possible for the additive to be optional in claim 6, which 
does not further limit independent claim 5. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 14-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 14, the recitation of "inacase where the heat releasing magnetic coating film 
contains black additives" renders the claim indefinite as the said recitation suggests there are 
cases when the coating film does not contain the black additives, which is contrary to the other 
limitations of the claim. 

6. Claim 24 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



Regarding claim 24, the recitation of "in a case where the heat releasing magnetic coating film 
contains black additives" renders the claim indefinite as the said recitation suggests there are 
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cases when the coating film does not contain the black additives, which is contrary to the other 
limitations of the claim. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
maimer in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et 
al. (KR 2003-0010506) in view of Hosoe et al. (US 2003/0094076 Al). 

Regarding claims 1 and 4, Watase teaches a substrate which is a metal sheet (page 25, para 10) 
upon which is disposed a heat dissipation coating on the inside and outside of the substrate (at 
least on one surface d with a thickness of, inter alia, 10 fj.m (page 17, para 4-5 and page 18, para 
8), said heat dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). Watase 
also teaches the coating contains a conductive filler such as, inter alia, Ni filler (magnetic 
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powder , magnetic coating film ) of from 10 - 50 % (page 25, para 3-8). Watase is silent to a 
magnetic powder being permalloy. 

However, Hosoe teaches alloy products and products applying said powders (title) 
comprising a dispersion of a Ni-Fe alloy powder mixed with organic binders (para 0042-0043) 
such as polyesters (para 0046). Hosoe also teaches that the Ni-Fe alloy powder is 80 weight % 
Ni and 20 weight % Fe, or permalloy , which is well known as a soft magnetic compound further 
having high conductivity (see also para 0005). Hosoe fiirther teaches that permalloy has 
extremely high permeability and is thus favorably used in magnetic shielding materials (para 
0029). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 

invention to combine the Watase and Hosoe references towards a heat dissipating resin film(s) 
having excellent magnetic permeability for fiirther use as magnetic shielding coatings as in the 
present invention. 

10. Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et al. 
(KR 2003-0010506) in view of Nagano et al. (US 54551 16). 

Regarding claims 5-6, Watase teaches a substrate which is a metal sheet (page 25, para 10) 
upon which is disposed a heat dissipation coating on the inside and outside of the substrate (at 
least one surface) with a thickness of, inter alia, 10 ^m (page 17, para 4-5 and page 18, para 8), 
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said heat dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). Watase 
also teaches the coating contains a conductive filler such as, inter alia, Ni filler ( magnetic 
powder , magnetic coating film^ of from 10 - 50 % and that an amount less than 10% results in 
the effect of the filler not being obtained while an amount above 50%, the workability is 
diminished (page 25, para 3-8). 

Watase is silent to a magnetic powder being a soft magnetic ferrite powder and a total 
content of the electrically conductive additive and the magnetic powder is from 30 to 60 mass %. 

However, Nagano teaches an electromagnetic wave reflection-preventing material (title) 
comprising a resin layer of, inter alia, polyester resin (column 3, lines 23-32), said layer 
comprising a ferrite and metal powder (column 3, lines 33-36). Nagano also teaches that the 
ferrites are those conventionally used in an elecfromagnetic absorber such as, inter alia, 
MnOFe203 ( soft magnetic ferrite ) (column 3, lines 48-53) and the metal powder is, inter alia, 
nickel (column 3, lines 65-67), wherein the amount of the ferrite and metal powder is 3 to 200 
parts per 100 parts of binder and the total amount of the metal powder (electrically conductive 
additive) is less than 20 parts by weight (column 4, lines 29-31 and lines 38-43), which provides 
for a soft magnetic in an amount as presently claimed. 

It is noted that the amount of the electrically conductive metal powder as taught by 
Nagano share an endpoint with that presently claimed and that the only deficiency of Nagano et 
al. is that Nagano et al disclose the use of less than 20% mass metal powder, while the present 
claims require 20 to 40% mass conductive additive. 
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It is apparent, however, that the instantly claimed amount of 20% and that taught by 
Nagano et al. are so close to each other that the fact pattern is similar to the one in In re Woodruff 
, 919 F.2d 1575, USPQ2d 1934 (Fed. Cir. 1990) or Titanium Metals Corp. of America v. Banner, 
nS F.2d 775, 227 USPQ 773 (Fed.Cir. 1985) where despite a "slight" difference in the ranges 
the court held that such a difference did not "render the claims patentable" or, alternatively, that 
"a prima facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough so that one skilled in the art would have expected them to have the 
same properties". 

In light of the case law cited above and given that there is only a "slight" difference 
between the amount of metal powder disclosed by Nagano et al. and the amount of the 
conductive additive disclosed in the present claims and further given the fact that no criticality is 
disclosed in the present invention with respect to the amount of conductive additive being less 
than 20% (see page 75 of the present disclosure), it therefore would have been obvious to one of 
ordinary skill in the art that the amoimt of conductive additive disclosed in the present claims is 
but an obvious variant of the amounts disclosed in Nagano et al, and thereby one of ordinary skill 
in the art would have arrived at the claimed invention. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase and Nagano references to provide the heat dissipating resin 
coated metal sheet with a conductive filler in an amount as presently claimed and to further 
provide a soft magnetic ferrite in an amount as presently claimed towards a heat dissipating resin 
coated metal sheet having adequate electric conductivity without diminishing the workability of 
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the sheet and providing the sheet with electromagnetic absorbing capabilities for further use as 
magnetic shielding coatings as in the present invention. 

1 1 . Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et al. 
(KR 2003-0010506) in view of Hosoe et al. (US 2003/0094076 Al). 

Regarding claims 7-8, Watase teaches a substrate which is a metal sheet (page 25, para 10) 
upon which is disposed a heat dissipation coating (heat releasing property ^ on the inside and 
outside of the substrate ( both surfaces ) with a thickness of, inter alia, 10 |xm (page 17, para 4-5 
and page 18, para 8), said heat dissipation coating formed of, inter alia, a polyester resin (page 
19, para 5). Watase also teaches the coating contains a conductive filler such as, inter alia, Ni 
filler (magnetic powder, magnetic coating film ) of from 10 - 50 % (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive such as carbon black 
in an amount greater than 3 % (page 17, para 4-5 and page 1 8, para 4 and 12) and having an 
average particle diameter of 5 to 100 nm (page 19, para 4) and Al flake (other than carbon black ) 
of from 5-30 wt.% (10 % or more ) (page 21, para 1). Watase also teaches the integrated 
emissivity limitations of item (3) of current claim 7 (abstract). Watase is silent to a magnetic 
powder being permalloy. 



However, Hosoe teaches alloy products and products applying said powders (title) 
comprising a dispersion of 50 weight % in solids of a Ni-Fe alloy powder in water dispersible 
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polyester (para 0078), said dispersion coated onto inner parts of frames of notebook personal 
computers and after drying, said coating achieved a film thickness of 30 |um (para 0084-0086). 

Hosoe also teaches that the Ni-Fe alloy powder is 80 weight % Ni and 20 weight % Fe, or 
permalloy , which is well known as a soft magnetic compound fiirther having high conductivity 
(see also para 0005) and a polyester resin serving as a binder (para 0045-0046). Hosoe further 
teaches that permalloy has extremely high permeability and is thus favorably used in magnetic 
shielding materials (para 0029). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase and Hosoe references towards a heat dissipating resin film(s) 
having excellent magnetic permeability for fiirther use as magnetic shielding coatings as in the 
present invention. 

12. Claims 1 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et 
al. (KR 2003-0010506) in view of Hosoe et al. (US 2003/0094076 Al) and in fiirther view of 
Nakao et al (US Patent 5945218). 

Regarding claims 11-13 , Watase teaches a substrate which is a metal sheet (page 25, para 10) 
upon which is disposed a heat dissipation coating on the inside and outside of the substrate ( both 
surfaces ) with a thickness of, inter alia, 10 | Lim (page 17, para 4-5 and page 18, para 8), said heat 
dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). Watase also teaches 
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the coating contains a conductive filler such as, inter alia, Ni filler ( magnetic powder , magnetic 
coating film ) of fi-om 10 - 50 % (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive (page 17, para 4-5). 
Watase further teaches a double layer film configuration wherein a clear coat is coated on the 
black film for mitigating the appearance of fingerprints and cracks on or in the black film (page 
27, para 8), said clear coat having a thickness of 0.1 to 3.0 | u,m (page 28, para 3), made of a resin 
(page 28, para 5) and containing a pigment (page 28, para 5). Watase is silent to a magnetic 
powder being permalloy, to a resin coating film containing a white pigment and a luster pigment 
in each of the resin coating films in an amount of 1 to 25 mass%, said pigment is Ti02, and to the 
L-value limitations of item (4) of current claim 1 1 . 

However, Hosoe teaches alloy products and products applying said powders (title) 

comprising a dispersion of 50 weight % in solids of a Ni-Fe alloy powder in water dispersible 
polyester (para 0078), said dispersion coated onto inner parts of frames of notebook personal 
computers and after drying, said coating achieved a film thickness of 30 jum (para 0084-0086). 
Hosoe also teaches that the Ni-Fe alloy powder is 80 weight % Ni and 20 weight % Fe, or 
permalloy , which is well known as a soft magnetic compound further having high conductivity 
(see also para 0005) and a polyester resin serving as a binder (para 0045-0046). 

Hosoe further teaches that permalloy has extremely high permeability and is thus 
favorably used in magnetic shielding materials (para 0029). Watase and Hosoe are silent to a 
resin coating film containing a white pigment and a luster pigment in each of the resin coating 
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films in an amount of 1 to 25 mass%, said pigment is TiOz, and to the L-value limitations of item 
(4) of current claim 1 1 . 

However, Nakao teaches a process for forming a multilayer film (title) for improved 
properties such as surface gloss, smoothness, chipping resistance and the like (column 1, lines 8- 
13) where a white coating comprising a thermosetting resin, a metal powder coated with a white 
pigment and a titanium dioxide pigment (column 1, lines 54-56) can be coated on a plastic 
substrate (column 1, line 67 and column 2 line 1), said thermosetting resin is a polyester resin 
(column 3, lines 13-15). 

Nakao continues to teach a white coating with a thickness of fi-om 5 to 15 jum (column 3, 
lines 7-8) and a content of the metal coated with a white pigment fi-om 0.1 to 30 parts by weight 
and the titanium dioxide pigment being from 1 to 200 parts by weight per 100 parts by weight of 
the total solid content of the resin composition (column 3, lines 44-53), which provides 0.1 to 23 
mass % of the metal coated with a white pigment and from 1 to 66 mass % of the titanium 
dioxide pigment. 

It is noted that, since the thickness of the coating overlaps that as presently claimed and 
since the mass % of the metal powder coated with a white pigment and Ti02 overlap that as 
presently claimed, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to adjust the coating thickness and mass% of the pigmentation compounds for the 
intended application since it has been held that discovering an optimum value of a result- 
effective variable involves only routine skill in the art (In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1980)) towards a polyester resin coating having L value as presently claimed. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase, Hosoe and Nakao references towards a heat dissipating resin 
film(s) having excellent magnetic permeability for further use as magnetic shielding coatings, 
wherein the heat dissipating resin film are further coated with a resin coating towards a metal 
sheet with a resin layer with thermal radiative properties, and an additional white resinous 
coating coated thereon to impart to the metal sheet a surface gloss, smoothness, chipping 
resistance and the like as in the present invention. 

13. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et 
al. (BCR 2003-0010506) in view of Hosoe et al. (US 2003/0094076 Al) and in further view of 
Nakao et al (US Patent 5945218). 

Regarding claims 14-15 , Watase teaches a substrate which is a metal sheet (page 25, para 10) 
upon which is disposed a heat dissipation coating ("heat releasing property ) on the inside and 
outside of the substrate (both surfaces) with a thickness of, inter alia, 10 fxm (page 17, para 4-5 
and page 18, para 8), said heat dissipation coating formed of, inter alia, a polyester resin (page 
19, para 5). Watase also teaches the coating contains a conductive filler such as, inter alia, Ni 
filler ( magnetic powder , magnetic coating film ) of from 10 - 50 % (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive such as carbon black 
in an amount greater than 3 % (page 17, para 4-5 and page 18, para 4 and 12) and having an 
average particle diameter of 5 to 100 nm (page 19, para 4) and Al flake (other than carbon black ) 
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of from 5-30 wt.% (10 % or more ) (page 21, para 1). Watase further teaches a double layer 
film configuration wherein a clear coat is coated on the black film for mitigating the appearance 
of fingerprints and cracks on or in the black film (page 27, para 8), said clear coat having a 
thickness of 0.1 to 3.0 | um (page 28, para 2), made of a resin (page 28, para 4) and contains a 
pigment (page 28, para 5). 

Watase also teaches the integrated emissivity limitations of item (3) of current claim 14 
(abstract). Watase is silent to a magnetic powder being permalloy, to a resin coating film 
containing a white pigment and a luster pigment in each of the resin coating films in an amount 
of 1 to 25 mass% and to the L-value limitations of item (5) of current claim 14. 

However, Hosoe teaches alloy products and products applying said powders (title) 
comprising a dispersion of 50 weight % in solids of a Ni-Fe alloy powder in water dispersible 
polyester (para 0078), said dispersion coated onto inner parts of frames of notebook personal 
computers and after drying, said coating achieved a film thickness of 30 jxm (para 0084-0086). 
Hosoe also teaches that the Ni-Fe alloy powder is 80 weight % Ni and 20 weight % Fe, or 
permalloy , which is well known as a soft magnetic compound fiirther having high conductivity 
(see also para 0005) and a polyester resin serving as a binder (para 0045-0046). 

Hosoe further teaches that permalloy has extremely high permeability and is thus 
favorably used in magnetic shielding materials (para 0029). Watase and Hosoe are silent to a 
resin coating film containing a white pigment and a luster pigment in each of the resin coating 
films in an amount of 1 to 25 mass% and to the L-value limitations of item (5) of current claim 
14. 
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However, Nakao teaches a process for forming a multilayer film (title) for improved 
properties such as surface gloss, smoothness, chipping resistance and the like (column 1, lines 8- 
13) where a white coating comprising a thermosetting resin, a metal powder coated with a white 
pigment and a titanium dioxide pigment (column 1, lines 54-56) can be coated on a plastic 
substrate (column 1, line 67 and column 2 line 1), said thermosetting resin is a polyester resin 
(column 3, lines 13-15). 

Nakao continues to teach a white coating with a thickness of from 5 to 15 fxm (column 3, 
lines 7-8) and a content of the metal coated with a white pigment from 0.1 to 30 parts by 
weight and the titanium dioxide pigment being from 1 to 200 parts by weight per 100 parts by 
weight of the total solid content of the resin composition (column 3, lines 44 - 53), which 
provides 0.1 to 23 mass % of the metal coated with a white pigment and from 1 to 66 mass % of 
the titanium dioxide pigment. 

It is noted that, since the reference teaches a white pigment (i.e. Ti02) as presently 
disclosed, and since the thickness of the coating overlaps that as presently claimed and since the 
mass % of the metal powder coated with a white pigment and Ti02 overlap that as presently 
claimed, it would have been obvious to one of ordinary skill in the art at the time of the invention 
to adjust the coating thickness and mass % of the pigmentation compounds for the intended 
application since it has been held that discovering an optimum value of a result-effective variable 
involves only routine skill in the art {In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980)) 
towards a polyester resin coating having L value as presently claimed. 



Application/Control Number: 10/563,305 



Page 15 



Art Unit: 1787 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase, Hosoe and Nakao references towards a heat dissipating resin 
film(s) having excellent magnetic permeability for fiirther use as magnetic shielding coatings, 
wherein the heat dissipating resin film are fiirther coated with a resin coating towards a metal 
sheet with a resin layer with thermal radiative properties, and an additional white resinous 
coating coated thereon to impart to the metal sheet a surface gloss, smoothness, chipping 
resistance and the like as in the present invention. 

14. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et al. 
(KR 2003-0010506) in view of Nagano et al. (US 54551 16). 

Regarding claim 22, Watase teaches a substrate which is a metal sheet (page 25, para 10) upon 

which is disposed a heat dissipation coating ( heat releasing property) on the inside and outside of 
the substrate ( both surfaces ) with a thickness of, inter alia, 10 ^.m (page 17, para 4-5 and page 
18, para 8), said heat dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). 

Watase also teaches the coating contains a conductive filler such as, inter alia, Ni filler 
( magnetic powder , magnetic coating film ) of from 10 - 50 % and that an amount less than 10% 
results in the effect of the filler not being obtained while an amount above 50% the workability is 
diminished (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive such as carbon black 
in an amount greater than 3 % (page 17, para 4-5 and page 18, para 4 and 12) and Al flake (other 
than carbon black ) of from 5 - 30 wt.% (10 % or more ) (page 21, para 1). Watase also teaches 
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the integrated emissivity limitations of item (3) of current claim 22 (abstract). Watase is silent to 
a magnetic powder being a soft magnetic ferrite powder. 

However, Nagano teaches an electromagnetic wave reflection-preventing material (title) 
comprising a resin layer of, inter alia, polyester resin (column 3, lines 23-32), said layer 
comprising a ferrite and metal powder (column 3, lines 33-36). Nagano also teaches that the 
ferrites are those conventionally used in an electromagnetic absorber such as, inter alia, 
MnOFe203 (soft magnetic ferrite ) (column 3, lines 48-53), wherein the amount of the ferrite and 
metal powder is 3 to 200 parts per 100 parts of binder, which provides for a soft magnetic in an 
amount as presently claimed. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase and Nagano reference to provide the heat dissipating resin 
coated metal sheet with a conductive filler in an amount as presently claimed and to fiirther 
provide a soft magnetic ferrite towards a heat dissipating resin coated metal sheet having 
adequate electric conductive without diminishing the workability of the sheet and providing the 
sheet with electromagnetic absorbing capabilities for fiirther use as magnetic shielding coatings 
as in the present invention. 



15. Claim 23 is rejected under 35 U.S.C. 
(KR 2003-0010506) in view of Nagano et al. 
(US Patent 5945218). 



103(a) as being unpatentable over Watase et al. 
(US 5455 116) and in fiirther view of Nakao et al. 
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Regarding claims 23, Watase teaches a substrate which is a metal sheet (page 25, para 10) upon 
which is disposed a heat dissipation coating on the inside and outside of the substrate (both 
surfaces ) with a thickness of, inter alia, 10 fxm (page 17, para 4-5 and page 18, para 8), said heat 
dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). Watase also teaches 
the coating contains a conductive filler such as, inter alia, Ni filler ( magnetic powder , magnetic 
coating film^ of from 10 - 50 % (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive (page 17, para 4-5). 
Watase further teaches a double layer film configuration wherein a clear coat is coated on the 
black film for mitigating the appearance of fingerprints and cracks on or in the black film (page 
27, para 8), said clear coat having a thickness of 0.1 to 3.0 ^m (page 28, para 2), made of a resin 
(page 28, para 4) and contains a pigment (page 28, para 5). 

Watase is silent to a magnetic powder being a soft magnetic ferrite, to a resin coating film 
containing a white pigment and a luster pigment in each of the resin coating films in an amount 
of 1 to 25 mass% and to the L-value limitations of item (4) of current claim 23. 

However, Nagano teaches an electromagnetic wave reflection-preventing material (title) 
comprising a resin layer of, inter alia, polyester resin (column 3, lines 23-32), said layer 
comprising a ferrite and metal powder (column 3, lines 33-36). Nagano also teaches that the 
ferrites are those conventionally used in an electromagnetic absorber such as, inter alia, 
MnOFe203 (soft magnetic ferrite) (column 3, lines 48-53), wherein the amount of the ferrite and 
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metal powder is 3 to 200 parts per 100 parts of binder, which provides for a soft magnetic in an 
amount as presently claimed. 

Watase and Nagano are silent to a resin coating film containing a white pigment and a 
luster pigment in each of the resin coating films in an amount of 1 to 25 mass% and to the L- 
value limitations of item (4) of current claim 23. 

However, Nakao teaches a process for forming a multilayer film (title) for improved 
properties such as surface gloss, smoothness, chipping resistance and the like (column 1, lines 8- 
13) where a white coating comprising a thermosetting resin, a metal powder coated with a white 
pigment and a titanium dioxide pigment (column 1, lines 54-56) can be coated on a plastic 
substrate (column 1, line 67 and column 2 line 1), said thermosetting resin is a polyester resin 
(column 3, lines 13-15). 

Nakao continues to teach a white coating with a thickness of from 5 to 1 5 f,im (column 3, 
lines 7-8) and a content of the metal coated with a white pigment from 0.1 to 30 parts by 
weight and the titanium dioxide pigment being fi-om 1 to 200 parts by weight per 100 parts by 
weight of the total solid content of the resin composition (column 3, lines 44 - 53), which 
provides 0.1 to 23 mass % of the metal coated with a white pigment and fi-om 1 to 66 mass % of 
the titanium dioxide pigment. 

It is noted that, since the reference teaches a white pigment (i.e. Ti02) as presently 
disclosed, and since the thickness of the coating overlaps that as presently claimed and since the 
mass % of the metal powder coated with a white pigment and Ti02 overlap that as presently 
claimed, it would have been obvious to one of ordinary skill in the art at the time of the invention 
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to adjust the coating thickness and mass % of the pigmentation compounds for the intended 
application since it has been held that discovering an optimum value of a result-effective variable 
involves only routine skill in the art {In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980)) 
towards a polyester resin coating having L value as presently claimed. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase, Nagano and Nakao references to provide the heat dissipating 
resin coated metal sheet with a conductive filler in an amount as presently claimed and to fiirther 
provide a soft magnetic ferrite in an amount as presently claimed towards a heat dissipating resin 
coated metal sheet having adequate electric conductivity without diminishing the workability of 
the sheet and providing the sheet with electromagnetic absorbing capabilities for fiirther use as 
magnetic shielding, and wherein the heat dissipating resin film is fiirther coated with a resin 
coating towards a metal sheet with a resin layer with thermal radiative properties, and an 
additional white resinous coating coated thereon to impart to the metal sheet a surface gloss, 
smoothness, chipping resistance and the like as in the present invention. 

16. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watase et al. 
(KR 2003-0010506) in view of Nagano et al. (US 54551 16) and in fiirther view of Nakao et al. 
(US Patent 5945218). 

Regarding claim 24, Watase teaches a substrate which is a metal sheet (page 25, para 10) upon 
which is disposed a heat dissipation coating (heat releasing property) on the inside and outside of 
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the substrate ( both surfaces ) with a thickness of, inter alia, 10 \im (page 17, para 4-5 and page 
18, para 8), said heat dissipation coating formed of, inter alia, a polyester resin (page 19, para 5). 
Watase also teaches the coating contains a conductive filler such as, inter alia, Ni filler 
(magnetic powder , magnetic coating film ) of from 10 - 50 % (page 25, para 3-8). 

Watase continues to teach that the coating contains a black additive such as carbon black 
in an amount greater than 3 % (page 17, para 4-5 and page 18, para 4 and 12) and Al flake ( other 
than carbon black ) of from 5 - 30 wt.% (10 % or more ) (page 21, para 1). Watase fiirther teaches 
a double layer film configuration wherein a clear coat is coated on the black film for mitigating 
the appearance of fingerprints and cracks on or in the black film (page 27, para 8), said clear coat 
having a thickness of 0.1 to 3.0 |um (page 28, para 2), made of a resin (page 28, para 4) and 
contains a pigment (page 28, para 5). 

Watase also teaches the integrated emissivity limitations of item (3) of current claim 24 
(absfract). Watase is silent to a magnetic powder being a soft magnetic ferrite, to a resin coating 
film containing a white pigment and a luster pigment in each of the resin coating films in an 
amount of 1 to 25 mass% and to the L-value limitations of item (5) of current claim 24. 

However, Nagano teaches an elecfromagnetic wave reflection-preventing material (title) 
comprising a resin layer of, inter alia, polyester resin (column 3, lines 23-32), said layer 
comprising a ferrite and metal powder (column 3, lines 33-36). Nagano also teaches that the 
ferrites are those conventionally used in an elecfromagnetic absorber such as, inter alia, 
MnOFe203 (soft magnetic ferrite) (column 3, lines 48-53), wherein the amount of the ferrite and 
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metal powder is 3 to 200 parts per 100 parts of binder, which provides for a soft magnetic in an 
amount as presently claimed. 

Watase and Nagano are silent to a resin coating film containing a white pigment and a 
luster pigment in each of the resin coating films in an amount of 1 to 25 mass% and to the L- 
value limitations of item (5) of current claim 24. 

However, Nakao teaches a process for forming a multilayer film (title) for improved 
properties such as surface gloss, smoothness, chipping resistance and the like (column 1, lines 8- 
13) where a white coating comprising a thermosetting resin, a metal powder coated with a white 
pigment and a titanium dioxide pigment (column 1, lines 54-56) can be coated on a plastic 
substrate (column 1, line 67 and column 2 line 1), said thermosetting resin is a polyester resin 
(column 3, lines 13-15). 

Nakao continues to teach a white coating with a thickness of from 5 to 1 5 f,im (column 3, 
lines 7-8) and a content of the metal coated with a white pigment from 0.1 to 30 parts by 
weight and the titanium dioxide pigment being fi-om 1 to 200 parts by weight per 100 parts by 
weight of the total solid content of the resin composition (column 3, lines 44 - 53), which 
provides 0.1 to 23 mass % of the metal coated with a white pigment and fi-om 1 to 66 mass % of 
the titanium dioxide pigment. 

It is noted that, since the reference teaches a white pigment (i.e. Ti02) as presently 
disclosed, and since the thickness of the coating overlaps that as presently claimed and since the 
mass % of the metal powder coated with a white pigment and Ti02 overlap that as presently 
claimed, it would have been obvious to one of ordinary skill in the art at the time of the invention 
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to adjust the coating thickness and mass % of the pigmentation compounds for the intended 
application since it has been held that discovering an optimum value of a result-effective variable 
involves only routine skill in the art {In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980)) 
towards a polyester resin coating having L value as presently claimed. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Watase, Nagano and Nakao references towards a heat dissipating resin 
film(s) having excellent magnetic permeability for further use as magnetic shielding coatings, 
wherein the heat dissipating resin film are further coated with a resin coating towards a metal 
sheet with a resin layer with thermal radiative properties, and an additional white resinous 
coating coated thereon to impart to the metal sheet a surface gloss, smoothness, chipping 
resistance and the like as in the present invention. 

Response to Arguments 

17. Applicant's arguments, see pages 16-20, filed AI19I1Q\Q with respect to the rejection of 
claims 5-6 over Watase et al. in view of Nagano et al. under 35 U.S.C. 103(a); 

the rejection of claims 7-8 over Watase et al. in view of Hosoe et al. under 35 U.S.C. 103(a); 
the rejection of claims 11-13 and 14-15 over Watase et al. in view of Hosoe et al. and in further 
view of Nakao et al. under 35 U.S.C. 103(a); 

the rejection of claim 22 over Watase et al. in view of Nagano et al. under 35 U.S.C. 103(a); 
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and the rejections of claims 23 and 24 over Watase et al. in view of Nagano et al. and in fiirther 
view of Nakao et al. under 35 U.S.C. 103(a) have been fully considered but they are not 
persuasive. 

The applicants argue that the combination(s) of the prior art references would not have 
been prima facie obvious over the current invention given that it would be erroneous to group all 
electronic devices together, group all problems relating to electronic devices, and presumptuous 
that one of ordinary skill would be generally motivated to solve problems, and provide 
improvements to, all electronic devices encompassed by the group of electronic devices of the 
prior art of record to solve problems specific to specific electronic devices. 

In support of their arguments, the applicants cite case law that obvious-to-try and 
"invitations to experiment" do not establish obviousness, and further assert a lack of motivation 
for the combination of the Watase reference with the Hosoe reference as Watase makes no 
reference to a need for the absorption of microwaves, whereas the invention of Hosoc is directed 
to coatings for just such a goal. The applicants also contend that the said combination would 
undesirably affect the constructs/properties, i.e. density and shielding effects, of the Hosoe 
invention. 

The examiner respectfully disagrees with the applicants' arguments that the combination 
of the prior art is an attempt at grouping the issues surrounding all electronic devices in an 
erroneous or inappropriate manner given that the issues discussed in the Watase and Hosoe 
references are such common issues that artisans of ordinary skill in electronic devices would 
have been well apprised of the advantages of an invention for use with said devices that provides 
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an enhanced ability to exhaust heat away from the said electronic devices while simultaneously 
providing the device with shielding from external EM radiation, which may harm delicate 
internal circuitry, and additionally, from protecting other such devices from a source of EM 
radiation from within the said electronic device. Indeed, the ubiquity of the heat and EM 

considerations of an electronic device are such well known problems that one of ordinary skill 
would require no invitation to experiment, but would instead be at the forefront in the design of 
an electronic device. 

In response to the applicants' contention that the fillers of Watase would adversely affect 
the Hosoe invention, the examiner notes that, while Hosoe does not disclose all the features of 
the present claimed invention, Hosoe is used as teaching reference, and therefore, it is not 
necessary for this secondary reference to contain all the features of the presently claimed 
invention. In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973), In re Keller 624 F.2d 
413, 208 USPQ 871, 881 (CCPA 1981). Rather this reference teaches a certain concept, namely 
alloy powders to impart EM shielding, and in combination with the primary reference, discloses 
the presently claimed invention. It is noted that the Hosoe reference was employed to remedy 
the deficiencies of the primary Watase reference and not vice versa. 

Further, it is noted that "the arguments of counsel cannot take the place of evidence in the 
record". In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965). It is the 
examiner's position that the arguments provided by the applicant regarding any destruction of 
the inventive concepts embodied in each of the two prior art references via the combination of 
the same must be supported by a declaration or affidavit. As set forth in MPEP 716.02(g), "the 
reason for requiring evidence in a declaration or affidavit form is to obtain the assurances that 
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any statements or representations made are correct, as provided by 35 U.S.C. 24 and 18 U.S.C. 
1001." 

The applicants also suggest that it may have been the examiner's interpretation that the 
Watase/Hosoe combination was intended to teach that Hosoe's coatings was applied and bonded 
to Watase's metal forms, and that one of ordinary skill would not have been enabled to do so 
without undue experimentation given that, the applicants assert, the disclosure of Hosoe does not 
contemplate application of its coating to metal substrates. 

In support of their arguments, the applicants allege that Hosoe intends for the disclosed 
coatings to be applied, not to metal substrates, but to plastic substrates, nor is Hosoe concerned 
with any heat dissipation issues. The applicants further allege that Hosoe expresses concern that 
the alloys powders of the Hosoe invention may be reduced and/or oxidized by metal, and that 
such redox considerations would be exacerbated under the high temperatures experience by the 
invention of Watase. Fijrther, the applicants contend that the alloy powders of Hosoe may be 
dispersed in thermoplastic resins such as PE resins, which are rarely applied to metals exposed to 
high temperatures. 

The examiner respectfully submits that the combination of the Watase and Hosoe 
references was employed to remedy the deficiencies of the Watase reference; in other words, as 
outlined above in the prior art rejections, Hosoe was employed to teach Ni-Fe alloy powders 
such as permalloy, which is well known as a soft magnetic compound having extremely high 
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permeability and is thus favorably used in magnetic shielding materials, which in combination 
with Watase, teaches the pertinent limitations of the current claim(s). 

It is significant to note that the redox considerations disclosed in the Hosoe invention are 
directed to the production of the alloy powders and, if it is the applicants contention that the 

alloys of Hosoe would somehow lose their identity if combined with the invention of Watase, 
that such statements be submitted in a proper affidavit or declaration in response to the current 
action. 

The examiner acknowledges that Hosoe discloses that the alloys of the invention may be 
dispersed in thermoplastic resins and used in the forming of molding material. However, Hosoe 
also clearly discloses that the alloys may also be used in coating solutions comprising an organic 
binder as outlined previously (see also para 043-0046). In addition, the examiner reiterates that 
the invention of Hosoe was employed in the current rejections to remedy the deficiencies of the 
Watase reference as previously discussed in the current action. 

In conclusion, the applicants reiterate that the problems faced by each of the references 
are not related to one another, and that if prior art disclosures of all kinds of electrical devices 
were combinable based solely on their common use of electrical current, very few patents would 
ever issue, in contrast to the spirit of the drafted patent laws. 

The examiner respectfully directs the applicants' attention to the prior art rejections set 
forth above, and to the examiner's previous responses to the applicants' arguments set forth 
above, in regards to the validity of the combination of the prior art references currently argued. 
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Indeed, it is the examiner's position that the combination of the Watase and Hosoe references is 
predicated upon the artistic analogy of each of the references given their disclosed inventions. 

The legitimacy of the combination is also clearly valid given that the issues surrounding 
each of the inventions, and the problems/solutions to which they are directed are conspicuously 

such common, general issues in the electronic arts that an artisan of ordinary skill would have 
been well apprised of the advantages of current prior art combination. 

18. Applicant's arguments, see pages 12-16, filed 4/29/2010, with respect to the rejection of 
claims 1 and 4 over Hosoe et al. under 35 U.S.C. 102(b) have been considered but are moot in 
view of the new ground(s) of rejection. 

The applicants' attention is directed to the prior art rejection of claims 1 and 4 set forth 
above. The applicants' attention is further directed to the prior art rejections of claims 5-6, 7-8, 
11-13, 14-15, 22, 23 and 24 set forth above, and to the examiner's response to applicants' 
argument also set forth above. It is noted that the Hosoe reference is secondary reference Watase 
in much the same manner as was employed in the prior art rejection of claims 7-8, for example. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FRANK D. DUCHENEAUX whose telephone number is 
(571)270-7053. The examiner can normally be reached on M-Th, 7:30 A.M. - 5:00 P.M.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie E. Shosho can be reached on (571)272-1 123. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/F. D. D./ 

Examiner, Art Unit 1787 
/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1787 



